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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toyoda et al.(JP 59-53565 A). 

Toyoda et al. disclose the following claim limitations: 

As per claim 1 : a process for printing a porous substrate comprising ink jet 
printing an ink comprising a dye, casein and a liquid medium onto the substrate to give 
a print in which the dye and casein are in contact with each other wherein the liquid 
medium comprises water and a water-miscible organic solvent, the weight ratio of water 
to water-miscible organic solvent is from 95:5 to 70:30 and the dye has a solubility in the 
liquid medium of at least 10% by weight at 20°C (abstract). While Toyda et al. do not 
specifically disclose the dye and casein being in contact with each other, It would have 
been obvious to one of ordinary skill in the art at the time of the invention that if the two 
ingredients were in the ink composition, they would be in contact. 

As per claim 12: a process wherein the casein and dye are applied to the 
substrate in the form of an ink comprising 0.1 to 10 parts casein calculated on a 100% 
solid basis; 0.1 to 15 parts dye; and 99.8 to 74.9 parts of a liquid medium; wherein the 
liquid medium comprises water and a water-miscible organic solvent, the weight ratio of 
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water to water-miscible organic solvent is from 95:5 to 70:30 and the dye has a solubility 
in the medium of at least 10% by weight at 20°C, all parts are by weight, and the casein, 
dye and liquid medium add up to 100 parts (constitution), and the ink comprises less 
than 0.1 % by weight of di and tri-valent metal ions (no mention of di or tri-valent metal 
ions). While Toyda et al. do not specifically disclose the dye and casein being in 
contact with each other, It would have been obvious to one of ordinary skill in the art at 
the time of the invention that if the two ingredients were in the ink composition, they 
would be in contact. 

Claims 7, 8 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Toyoda et al. (JP 59-53565 A) in view of Malhorta et al. (US 5500668 A). 
Toyoda et al. disclose the following claim limitations: 

The ink taught in claim 1 . 
Toyoda et al. do not disclose the following claim limitations: 

As per claim 7: the substrate comprises filler and binder in a weight ratio of at 
least 2:1. 

As per claim 8: the filler is clay, calcium carbonate, magnesium carbonate, silica, 
zeolite, alumina, or a combination of two or more thereof. 

As per claim 16: the substrate comprises filler and binder in a weight reatio of at 
least 3:1. 

Malhorta et al. do not disclose the following claim limitations: 
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As per claim 7: the substrate comprises filler and binder in a weight ratio of at 
least 2:1 (column 24, lines 43-65 and column 23, lines 6-12). 

As per claim 8: the filler is clay, calcium carbonate, magnesium carbonate, silica, 
zeolite, alumina, or a combination of two or more thereof (column 24, lines 43-67). 

As per claim 16: the substrate comprises filler and binder in a weight reatio of at 
least 3:1 (column 24, lines 43-65, column 18, lines 40-52 and column 23, lines 6-12). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the ink set taught by Toyoda et al. with the disclosure of Malhorta et 
al. in order to improve print through and enhance color. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Toyoda et 
al. (JP 59-53565 A) in view of Shioya et al. (US 473261 3 A). 
Toyoda et al. disclose the following claim limitations: 

The ink taught in claim 1. 
Toyoda et al. do not disclose the following claim limitations: 

As per claim 9: the casein and liquid medium have been purified to lower the 
content of di-and tri-valent metal ions. 
Shioya et al. disclose the following claim limitations: 

As per claim 9: the casein and liquid medium have been purified to lower the 
content of di-and tri-valent metal ions (column 4, lines 41-58). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the ink taught by Toyoda et al. with the process taught by Shioya et 
al. in order to reduce nozzle clogging. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Toyoda 
et al. (JP 59-53565 A) in view of Adachi et al. (US 2002/0158952 A1). 
Toyoda et al. disclose the following claim limitations: 

As per claim 15: the casein and dye are applied to the substrate in the form of 
an ink comprising: (i) 0.1 to 10 parts casein calculated on a 100% solids basis; (ii) 0.1 to 
15 parts dye; (iv) a liquid medium; wherein the liquid medium comprises water and a 
water-miscible organic solvent, the weight ratio of water to water-miscible organic 
solvent is from 95:5 to 70:30 and the dye has a solubility in the liquid medium of at least 
10% by weight at 20°C, all parts are by weight, (i)+(ii)+(iii)+(iv) add to 100 parts 
(constitution), and the ink comprises less than 0.1 % by weight of di and tri-valent metal 
ions (no mention of di or tri-valent metal ions). While Toyda et al. do not specifically 
disclose the dye and casein being in contact with each other, It would have been 
obvious to one of ordinary skill in the art at the time of the invention that if the two 
ingredients were in the ink composition, they would be in contact. 
Toyoda et al. do not disclose the following claim limitations: 

As per claim 15: (iii) 0.0001 parts to 0.1 parts of 1 ,2-benzisothiazolin-3-one. 
Adachi et al. do not disclose the following claim limitations: 



Application/Control Number: 10/530,894 Page 6 

Art Unit: 2853 

As per claim 15: (iii) 0.0001 parts to 0.1 parts of 1 ,2-benzisothiazolin-3-one 

[0054]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the ink set taught by Toyoda et al. with the disclosure of Adachi et 
al. in order to produce an ink with less clogging and higher quality. 

Response to Arguments 

Applicant's arguments filed 4/17/09 have been fully considered but they are not 
persuasive. 

In response to applicant's arguments, the recitation "porous substrate" has not 
been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1951). 

Regardless of the fact that the technical problem solved by the applicant differs 
from that of the cited reference, the cited reference states all the claim limitations such 
that the claim as currently written reads on the prior art. The technical problems solved 
by the applicant, while differing from those of the prior art, do not overcome the prior art. 
It is the claim language that is being examined. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAURA E. MARTIN whose telephone number is 
(571)272-2160. The examiner can normally be reached on Monday - Friday, 7:00 - 
3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen D. Meier can be reached on (571) 272-2149. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/L E. M./ 

Examiner, Art Unit 2853 



/Manish S. Shah/ 

Primary Examiner, Art Unit 2853 



